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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-20 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Regarding claims 1,17 and 19 the limitation of "template-less" or "without a 
template" was not described in the specification in such a way as to reasonably convey 
to one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. There is simply no mention of the use of a 
template or lack thereof. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 
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Regarding claim 1 , it is not clear what feature is being claimed by the limitation of 
"including a guide". For examination purposes it is assumed that applicants are claimed 
an edge of the scanner/reader device. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-20 rejected under 35 U.S.C. 103(a) as being unpatentable over 

Lemelson et al '656 in view of Swartz et al '418, Gabritsos et al '250 and Nakazawa 

'288 or Ueno 750. Lemelson discloses a device for scanning and audio generation (as 

required by claims 18 and 20) from printed material containing most of the claimed 

elements, including with reference to claims 1,17 and 19, a support medium including 

as least one page (book 2), printed matter including normal-sized printed text configured 

for a sighted person printed on at least on page (pictures and written text disclosed in 

col. 3, line 61), a bar code printed on the page (bar code 4), the bar code oriented 

parallel to an edge of at least one page and located within the margin of the page 

(figures 1 and 2 and col. 3, lines 59-61), the bar code emulating the printed text (col. 7, 

lines 37-41) and configured to be scanned by a hand held scanner (60). A contact type 

hand held scanner, as required by claims 1,17 and 19, is shown as scanning device 60 

in figure 4 whose function is described in col. 6, lines 32-41 . The scanner being 
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provided with at least one guiding edge for guiding the scanner while scanning the bar 
code, as required by claim 2, is read onto the edge which guides the scanner along the 
edges 14 of cutout 12. The bar code being configured such that it is read top to bottom, 
as required by claim 3, is shown in figures 1 and 2. A right and left guiding edges, as 
required by claim 4, are read onto the right and left edge portions that contact the right 
and left edges 14 of member 8. The scanner including a wider upper body scanning 
portion (portion 62 where it is considered wide due to flange portion 39) provided with a 
left guiding edge and a right guiding edge (the right and left edge portions that contact 
the right and left edges 14 of member 80 and a thinner lower body gripping portion 
(gripping body 60 which is thinner than flange 39), as required by claim 5, is shown in 
figure 4. The medium being a book, as required by claim 6, is shown as book 2 in 
figures 1 and 2. The relationship of the bar code and printed matter as required by 
claims 8, 10, 18 and 20 is described in col. 7, lines 37-41. The relationship of the bar 
code and at least one picture, as required by claim 9, is shown in figures 1 and 2. 

Gabritsos is relied upon to teach that it is known to manufacture a children's book 
with printed matter (figure 1) and related machine readable code (12) which is read by a 
device (16) having a guiding edge (18) cooperating with the edge (14) of the book so 
that the device travels along the machine readable code. Therefore it would have been 
obvious to one having ordinary skill in the art, at the time of the claimed invention, to 
have manufactured the hand held device and book portion of Lemelson with a guide 
edges of Gabritsos instead of the template (8) since they carry out the same function 
and are therefore art recognized equivalents and the selection of any of these known 
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equivalents to guide a hand held reader along a page would have been within the level 
of ordinary skill in the art. 

Lemelson fails to explicitly teach that his bar code is a Braille linear high density 
multidimensional type barcode (2-D as required by claim 15) as required by claims 1 , 17 
and 19. However, Swartz discloses a device which converts bar code data into audible 
sounds (used for blind people col. 4, lines 59-62) which teaches that it is known to use a 
variety of bar codes including a Braille type linear high density multidimensional type 
barcode (col. 4, lines 27+). Therefore it would have been obvious to one having ordinary 
skill in the art, at the time of the claimed invention to have utilized a Braille type linear 
high density multidimensional type barcode (including a 2-D bar code) since the use of 
a particular type bar code would only depend on the amount of information to be stored 
and conveyed, especially since Lemelson clearly states that he envisions for his device 
to be utilized by the handicapped (col. 1, lines 57-61). Furthermore, the specific bar 
code dimensionality is considered to be a design choice in that applicants disclose that 
the bar code used in their invention may be of any type desired (page 12, lines 12-14 
and page 18, lines 6-8). 

Nakazawa and Ueno are both relied upon to teach that it is known to 
manufacture a contact type scanning/reading device with an omni-directional photo 
emitter/receptor which is operable when in contact with a 2-D bar code. Therefore it 
would have been obvious to one utilize a construction with the scanner/reader of 
Lemelson being one such that a 2-D bar code may be read, especially since Lemelson 
clearly uses a contact type scanner/reader and makes no distinction of whether his bar 
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code is one dimensional or multidimensional and the use a 2-D bar code would have 
been obvious as it would only depend on the amount of information to be encoded (as 
stated above). 

Regarding the positioning of the Braille type bar code, as required by claims 1-5, 
7, 12-14, and the additional printed matter as required by claim 1. It would have been 
obvious to one having ordinary skill in the art at the time of the claimed invention to 
place the Braille type bar code in any location on the page since it would only depend 
on the intended use of the assembly and the desired information to be displayed and 
since Lemelson states that the bar code of his invention may be placed in rows or 
columns anywhere on the pages provided that it does not interfere with the printed text. 
Further, it has been held that when the claimed printed matter is not functionally related 
to the substrate it will not distinguish the invention from the prior art in terms of 
patentability. In re Gulack 217 USPQ 401 , (CAFC 1983). The fact that the content of the 
printed matter placed on the substrate may render the device more convenient by 
providing an individual with a specific type of placement for the Braille code does not 
alter the functional relationship. Mere support by the substrate for the printed matter is 
not the kind of functional relationship necessary for patentability. Thus, there is no novel 
and unobvious functional relationship between the printed matter (e.g. Braille bar code 
location or additional printed matter) and the substrate (support medium) which is 
required for patentability. Additionally the location of the placement of the Braille bar 
code is considered to be a design choice since applicants do not disclose any 
advantage or criticality for such placement and it would appear that the device would 
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work equally well no matter the positioning of the bar code (see applicants specification 
page 15, lines 15-20). 

Regarding the dimensionality of the Braille bar code as required by claims 1,11 
and 15-17 and 19, it would have been obvious to one having ordinary skill in the art, at 
the time of the claimed invention to have manufacture the bar codes of Bail as a two or 
three dimensional bar code for the purpose of holding varying amounts of information 
and since the examiner takes official notice that such bar code construction is well 
known in the art. Furthermore, the specific bar code dimensionality is considered to be a 
design choice in that applicants disclose that the bar code used in their invention may 
be of any type desired (page12, lines 12-14 and page 18, lines 6-8). 

Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Swartz '418 in view of Lemelson '656 and Nakazawa '288. Swartz discloses a device in 
book form (figure 3) having printed matter including text for a sighted person (45), the 
device converting bar code data into audible sounds (used for blind people col. 4, lines 
59-62) and teaching that it is known to use a variety of bar codes (42) including a Braille 
type linear high density multidimensional type barcode (col. 4, lines 27+). 

Lemelson is relied upon to teach placement of a bar code in the margin portion of 
a book (figures 1 and 2 and col. 3, lines 59-61) within an environment like that of Swartz 
for the purpose of not interfering with the printed matter of the book. Therefore it would 
have been obvious to place the bar code of Swartz in a margin location or another 
location so as not to interfere with the printed matter of the pages. 
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Nakazawa is relied upon to teach the use of a contact type hand held scanner 
(see figure 8 for example) usable with a 2-D bar code (col. 7, lines 35-40) and having 
left and right guiding edges (read onto the edges of the scanner as broadly claimed) 
with a wider body scanning portion and a thinner lower body gripping portion (see 
figures 4A, 5A-6B and 7-9). Nakazawa further teaches the use of an omni-directional 
photo emitter/receptor with a contact type scanner/reader (figure 1 and 12). Therefore it 
would have been obvious to utilize the scanner/reader of Nakazawa in the system of 
Swartz fro the purpose of scanning a wide bar code without having to increase the size 
and length of the scanner/reader device. 

Regarding the positioning of the Braille type bar code, as required by claims 1-5, 
7, 12-14, and the additional printed matter as required by claim 1. It would have been 
obvious to one having ordinary skill in the art at the time of the claimed invention to 
place the Braille type bar code in any location on the page since it would only depend 
on the intended use of the assembly and the desired information to be displayed and 
since the teachings of Lemelson states that the bar code of his invention may be placed 
in rows or columns anywhere on the pages provided that it does not interfere with the 
printed text. Further, it has been held that when the claimed printed matter is not 
functionally related to the substrate it will not distinguish the invention from the prior art 
in terms of patentability. In re Gulack 217 USPQ 401 , (CAFC 1983). The fact that the 
content of the printed matter placed on the substrate may render the device more 
convenient by providing an individual with a specific type of placement for the Braille 
code does not alter the functional relationship. Mere support by the substrate for the 
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printed matter is not the kind of functional relationship necessary for patentability. Thus, 
there is no novel and unobvious functional relationship between the printed matter (e.g. 
Braille bar code location or additional printed matter) and the substrate (support 
medium) which is required for patentability. Additionally the location of the placement of 
the Braille bar code is considered to be a design choice since applicants do not disclose 
any advantage or criticality for such placement and it would appear that the device 
would work equally well no matter the positioning of the bar code (see applicants 
specification page 15, lines 15-20). 

Response to Arguments 

Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dmitry Suhol whose telephone number is 571-272-4430. 
The examiner can normally be reached on Mon - Friday 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Derris Banks can be reached on (571) 272-4419. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Dmitry Suhol 
Primary Examiner 
Art Unit 3725 
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